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In re application oft Timothy A, Chuter 
Serial No.: 0 8/ 1 59,77(> Group No.: 3308 

Red: Nov. 30, 1993 Examiner. D. Brittingham 

For EXPANDABLE TRANSLUMINAL GRAFT PROSTHESIS FOR REPAIR OF 
ANEURYSM AND METHOD OF IMPLANTING 

Commiseloner of Petenta and Trademarks 
Waahlngton, O.C. 20231 

DECLARATION OF PRIOR INVENTION IN THE UNITED STATES TO 
OVERCOME CITED PATENT OR PUBLICATION (37 CFR 1.131) 

PURPOSE OF DECLARATION 



1 . This declaration is to establish completion of the Invention in this application In the United 
States at a date prior to August 22, 1991 that la the effective date of the prior 

art 

publication Inoue WO 91/120^7 
□ patent 
that was cited by the 

J& examiner. 
' ' □ applicant 

"(a) Wh0n any etafm of en tippllcatlon or a patent undor mxeminatien is rstf^cM on f^^mice to a 
domastic patsnt which substantially shows or dose/ibas but does not dalm tho mfoctad Invantlon, or 
Oft m^ranGO to a forofgn patent or to a printed publication, mrd the applies 
under raaicaminadon shaB nrnke oath or daclarathn as to facts showing a completfon of the indention 
In tNs country before the fliing date of the apfiUcaikm on wNch the domestfe patent issued, or before 
tha date of the forsign patent, or before the date of the printed pubhcedon, then the patent orpubtioatlon 
cited shell not ber the grant of a patent to the applicant or the eonnnnallon of thapatenw^ 
dalms of the patent, untoss the data of such patent or printed publlcaition be more than one year prior 
to the date on wNeh the applloanfs or patent owner's applloatfon wes fifed in tNs country." 37 CFR 
1,W(a). 

37 CFR 1.131 is not applicable to a reaction based on a U.S. Aarenf which CLMMS tha rejected 
Invention, 

cumwonTM or tmuiiAffi U Mti i i W ioii cay cwii-a(en 

I hereby certify that thto oormpondenoe Is. on tha date shown below, being: 

MAOINQ FAC8IMIL£ 

^ deposited with the United States Postal □ transmitted by faoaimlle to tha 
Senrtce with sufflcfent postage as first class Patent and Trademark Offloe 
maH In an envelope addressed to the 
Commi ss ioner of Patents and TVademarfca, 

W«Wnflton.O.C. 20231 S^..J>^ g_ 

Signature 

n>t^> Dec. 199^ Barbara 3. Forss 

(type or print name of person cenifjflng) 

(Declaration of Prior Invention in the United States to Overconne CRed Patent or 

Publication— 37 CFR 1.131 fji-WM^O^ 1 of 5) 
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2. The person making this declaration is (are): 

the inventor(s). 



□ only some of the joint inventor (and a sultabta excuse Is attached 
tor failure of the omitted Joint lnverttor(s) to sign). 

□ the party in interest (and a suitable explanation as why It Is not 
pos^ble to produce the declaration of the inventor(s) Is attached ). 

FACTS AND DOCUMENTARY EVIDENCE 

3, 

NOTE: IJiB af9iaa)fft or dBClamtlon muBt state FACTS and pmduea such documentary evidence and exhibits 
in support thereof as am amiable to show conception and oompMon of inventton IN THIS OOUNTBY 
at ieast the conception Mng at a data prior to the effective date of tf» reference,' MPEP § 715,07. 

To establish the date of completion of the invention of this application the following 
attached doounoents and/or models are submitted as evidence: 

(check all appliu^le Items below) 

□ sketches 

□ blueprints 
a photographs 

« r9productlon{s) of notebook entries See supporting statement 
^ ^ . by Inventor 

□ model 

□ supporting statement(s) by wltne8S(s) (where verbal disclosures are 
the evidence relied upon ) 

NOTE- White conception (a the mental part of the inventhre act, it must be capable of proof, such af by 
demanstralNe eMence or by a comptete disclosure to another. Coneeptton la more than a vague Idea 
of how to 80l¥e a problem. The requisite means themselves and their Interaction must also be 
comprehended. See Matgentha^ v. Scudder m? CO. 724, 81 ao. 1417,' MPEP § 715. 

From these documents and/or models it can be seen that the invention in this application 
was made 



□ on 



eafller than the effective date of the reference. 

NOTE' ''If m dam €f me eM9lts have been removed or bfOGited off, the mansr of dates ^ 

of In the body of the oath or dedarat^." MPEP § 715,07. 
NOTE: 'Ihe dates in the oam Of dectaretlonrnay be the actual dates, or, if the appOeent or ^ 

notdeslretodisdoaehiaorhermituddetesheorshemayrnereiya^eaethattheaetsmfa^ 

prior to a spedtM date." MP0>$ 715,07. 



(Declaration of Prior Invention In the United States to Overcome Cited Patent or 

Publication— 37 CFR 1-131 I!»»32!h-page 2 of S) 
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DILIGENCE 

/VOTE- "WWB thaw l« nof fteert wrticlton to prKstfc* pftof to ^ 

MPEP § 716J)7 (tmpiwsia added). 
WOTE; eoneepHon afm inrntHon, though evrMncsd Dy dlselosum.dnwlng8. "J^fJ 

a patonr. >U/»malte WW&ftUg Maeh. Co. v. PnmjmaBe Seals Ceip., UmlM 1909 CJ). 499. 139 O.Q. 
991. 

'Coneepdco m m nmml pen of the InvBfmm aet '><^li'^J»J!f^f'^ 

ff »»*» asmttWiatf tfMJ eoneepdon te mow ttan a /nef» «8t« «BB 0/ »^ 
themtaum and dwfr Wwwafan must eo»np»«'>««« •<»• MPEP § 718.07. 
wore: OnV to pmcitofe a /Ti^ 

Mo«74USPOa?)fc/io»#rtBvsfrttean8flfc<BWfordidir^ M3f,MPEPS 715.07W. 

Attached Is a statement establishing diligence of the applicants from the time of their 
conception to a time just prior to the date of the relirenee up to the: 

□ actual reduction to practice. 

□ filing of this application. 

TIME OF PRESENTATION OF THE DECLARATION 

rcompfete (ai, (b; or (c^ 

(a) JKT Thto declaration Is submitted prior to final rejection. 

(b) □ This declaration ia submitted with the first response after final rejection and is 

for the purpose of overcoming a new ground of rejection or requirement made 
in the final rejacUon. 

(c) □ Thia declaration Is submitted after final rejection and a showing under 37 CFR 

1.116(b) le submitted herewith. 

DECLARATION 

6. Ae a pereon signing below: 
I hereby dedare that all statements made herein of nriy own taHwiedge are tnie and ^ 

all statements made on Information and beUef are beHeved to be «"<«jj«»«i *J ^ 
statements were made with the knowledge that willful ^fe s*"**^ and tt«e .'"^ 
are punishable by fine or Imprisonment, or both, under Section 1001 of TItte 18 o^the IJnited 
States Code, and that such willful false statements may jeopardize the validity of the 
application or any patent leaued thereon. 

(Declaration of Prior Invention in the United States to Overoome Cited Patent or 

Publioatlon-37 CFR 1.131 p.3«l-page 3 of S) 



11/30/1994 14:59 



i 



0711054 P. 05 



SIGNATURE(S) 
(complete A or B below) 



A. Invantorfe) 
Pull name of sole or 



fli»fc4ovefttor Timothy A. Chuter ^ 
InventofaielgnatuPB /orwQrPui 

Date 'i/spy^M Countty of CtMzeng/np ^j^B^^ 
Raaldaitea P tttsfpfd, Nuw ¥ork tft-v/ctOGrTofO 



Post Office Address t>5A Main Street 



Full name of sacond joint inventor, if any 

Inventor's signature 

Dale Country of Citizenship _ 

Rasidenee 



Post Office Address 



(use added page for signature by adOtlort^ mvontors) 



Number of pages added: 



(Declaration of Prior Invention in the United Stales to Ovefcome Cited Patent or 

Publication— 37 CFR 1.131 page 4 of 5) 
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B. Assignee 



fype or print nam cf ponon tlgnlt^ 



Si0iurtur* 



Date 

P.O. Address 



(lype name of easfffnee) 
Address of assignee 



Title of person authorized to sign 
on behalf of assignee 

Asslgnrnent ceoorded In PTO on 

Reel — . Frame 

A -CERTIFICATE UNDER 37 CFR 3.37(b)" is attached. 



(Declaration of Prior Invention in the United States to Overeonne Cited Patent or 

Publication— 37 CFR 1.131 [B-3Z1— page 5 of 6) 
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PATENT 



SUPPORTING STATEMBMT BY INVENTOR 



Enclosed herewith are reproductions of entries made by 
myself in a bound laboratory notebook to establish the date of 
completion of the invention of this application on or before August 
21, 1991, which is a date earlier than the effective date of the 
Inoue reference, document number WO 91/12047. The dates of the 
actual entries have been blocked off from the reproductions of the 
notebook entries, but are before August 21, 1991. These notebook 
entries on pages 7*15 document clinical trials of the completed 
invention on two dogs. Sketches on pages 9, 11, and 15 of these 
notebook entries illustrate a transluminal arrangement for 
positioning a prosthesis assembly at a particular position on a 
wall of a lumen. The transluminal arrangement includes an 
introducer ©heath with a bore extending therethrough and a 
prosthesis assembly positioned within the bore of the sheath for 
positioning the prosthesis assembly at a desired location within a 
blood vessel lumen. The prosthesis assembly includes a graft and 
a self -expanding spring for radially expanding the graft to conform 
to the wall of a blood vessel lumen after the prosthesis assembly 
has been released from the introducer sheath. A pusher catheter is 
positioned within the bore of the catheter for retaining the 
prosthesis assembly at the desired position in the blood vessel 
lumen when withdrawing the introducer sheath from the self - 
eaqpanding spring assembly- The pusher catheter includes an outer 
catheter with a wire centrally positioned therethrough. Holes are 
positioned within the walls of the catheter for positioning 
therethrough mooring loops that are attached to the prosthesis 
assembly. The mooring loops are maintained within the lumen of the 
outer catheter until the central wire is removed from the outer 
catheter. This transluminal arrangement was utilized in an 
intraluminal surgical procedure for delivering and positioning the 
prosthesis assembly in the aorta of two dogs on which I performed 
clinical trials. These trials were performed to evaluate the use 
of the transluminal arrangement and prosthesis assembly on human 
subjects. 





Timothy A. Chuter 
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